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Detailed Action 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(aHd), which 
papers have been placed of record in the file. 

Claim Objections 

2. Claims 1, 6, and 14 are objected to because of the following informalities: 
In claim 1, lines 9-10 the term "a unique ID", should read as "an unique ID". 

In claim 6, line 4, the term "the unique ID" should be read as "the unique IDs", 
because there are two different IDs. Similar problem in claim 14. lines 3. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1^7. 10-15, and 16 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 1 , Iine2 12-13, the term "the unique ID" is lack of antecedent basis, 
because there are two different unique IDs. One ID of its own, and the ID of the partner 
device. The term "the unique ID" in lines 12-13 does not show which ID. Also in claim 1, 



Application/Control Number: 10/627,650 Page 3 

Art Unit: 2616 

lines 12-13, the term "set the unique ID again" is cx)nsidered as vague and indefinite, 
because the ID was not previously set, therefore it can't be set again. This is also true in 
claim 14, lines 4-5 with the term "the partner device is set again". 

In claim 3, line 17, the terni "Identification information" is lack of antecedent 
basis, because there are first and second identification information. 

In claim 10, line 3, the term "the second connection unit" has no antecedent 

basis. 

In claim 16, lines 4-5, lines 7-8, and lines 13-14 the term "the partner device", 
"the second connection unit", and the term "the ID comparison unit", respectively have 
no antecedent basis. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1, 2, 6, 9, 10, and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamaguchi et al (Pat No.: 6246696). 

In claims 1, and 9, Yamaguchi et al. disclosed the methods of a first connection 
unit configured to connect with a first network; a second connection unit configured to 
connect with a second network different from the first network; an ID acquisition unit 
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configured to acquire a unique ID (see fig. 38, box 1610) of a partner device connected 
to tlie second network through the second connection unit (see column 38, lines 14-20); 
an 10 comparison unit (see Fig. 38, box 1613) configured to compare a unique ID of its 
ovyn with the unique ID of the partner device; and a control unit (see Fig. 38, box 1612) 
which control to set the unique ID again to make the IDs inconsistent, when it Is found 
as a result of comparison by the comparison unit that the unique ID of its own coincides 
with the unique ID of the partner device (see column 38, lines 42-67). Although the 
reference does not explicitly teach the methods of a first connection unit configured to 
connect with a first network, and a second connection unit configured to connect with a 
second network different from the first network, but the reference shown in Fig. 4, there 
are two sub-networks denoted as Cn and C4. A reference node cn periodically 
broadcast terminal ID information as shown in Fig. 14. In Fig. 3, The Another Terminal 
Identifier Memory section 1 16 is used for storing newly registered tenninal ID from sub- 
network other than sub-network Cn (Fig. 4 ex. C4). Thus, the reference teaches the 
apparatus connecting to two difference networks (see column 1 1 , lines 60-67, and see 
column 12, lines 1-20). 

In claim 2, Yamaguchi et al. also disclosed the methods of an ID notification unit 
configured to notify the partner device connected to the second network through the 
second connection unit of the unique ID of its own (see column 25, lines 10-35, and 
lines 48-57, see Fig. 20, box 914, and box 915). 

In claim 6, Yamaguchi et al. also disclosed the methods of when the unique ID of 
its own coincides with the unique ID of the partner device, the control unit controls to set 
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again only one of the unique ID of its own and the unique ID of the partner device (see 
column 38, lines 42-67). The reference said if the two terminal identifiers are the same, 
the comparison section 1613 recognizes overlapping in the network, and the terminal 
must be changed. 

In claim 10, Yamaguchi et al. also disclosed the method of notifying the partner 
device connected to the second network through the second connection unit of the 
unique ID of its own (see column 25, lines 10-35, and lines 48-57. see Fig. 20, box 914, 
and box 915). The reference said the reference node cn periodically broadcast its 
terminal ID information so that other nodes can pick up its information. 

In claim 14, Yamaguchi et al. also disclosed the method of when the unique ID of 
its own coincides with the unique ID of the partner device, only one of the unique ID of 
its own and the unique ID of the partner device is set again (see column 38, lines 42- 
67). The reference said if the two temriinal identifiers are the same, the comparison 
section 1613 recognizes overlapping in the network, and the terminal must be changed. 
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Claim Rejections - 35 USC § 103 

The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1 . 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness 
under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 

various claims was commonly owned at the time any inventions covered therein were 

made absent any evidence to the contrary. Applicant is advised of the obligation under 

37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 

commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

4. The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be.negatived by the manner in which the invention was made. 
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Claims 8, and 16 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Yamaguchi et al. (Pat No.: 6246696), in view of Jinzaki et al. (Pub No.: 
2001/0009547). 

For claims 8 and 16, Yamaguchi et al. disclosed the methods of an ID acquisition 
unit configured to acquire a unique ID (see fig. 38, box 1610) of a partner device 
connected to the second network through the second connection unit (see column 38, 
lines 14-20); an ID comparison unit (see Fig. 38, box 1613) configured to compare a 
unique ID of its own with the unique ID of the partner device; and a control unit (see Fig. 
38, box 1612) which control to set the unique ID again to make the IDs inconsistent, 
when it is found as a result of comparison by the comparison unit that the unique ID of 
its own coincides with the unique ID of the partner device (see column 38, lines 42-67), 
as recited in claim 8. 

Yamaguchi et al. also disclosed the methods of acquiring a unique ID (see fig. 
38, box 1610) of a partner device connected to the second network through the second 
connection unit (see column 38, lines 14-20); comparing (see Fig. 38, box 1613) the 
stored unique ID with the acquired unique ID; and connecting the partner device 
connected to the second network through the second connection unit, when 
coincidence between the unique IDs is confirmed by the ID comparison unit (see 
column 38, lines 42-67), as recited in claim 16. 

However, Yamaguchi et al. did not disclose the methods of an ID storage unit 
configured to store in advance a unique ID of the partner device, as recited in claims 8, 
and 16. 



Application/Control Number: 10/627,650 Page 8 

Art Unit: 2616 

Jinzaki et al. also teaches the method of an ID storage unit configured to store in 
advance a unique ID of the partner device (see paragraph 0516, lines 1-8, see Fig. 32 
box 625), as recited in claims 8 and 16. The motivation for using the method as taught 
by Jinzaki et al. in the network of Yamaguchi et al. being that it stores network 
addresses from two or more different networks. 



Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (Pat No.: 6246696), in view of Bergek et al. (Pat No.: Pub No. 
2004/0037284). 

For claims 3 and 1 1 , Yamaguchi et al. disclosed all the subject matter of the 
claimed invention with the exception of a reply unit configured to return the second 
identification information in response to an inquiry about identification information from 
the partner device connected to the first network through the first connection unit, as 
recited in claims 3, and 11. 
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Bergek et al. from the same or similar fields of endeavor teaches the method of a 
reply unit configured to return the second identification information in response to an 
inquiry about identification information from the partner device connected to the first 
network through the first connection unit (see paragraph 0042, lines 5-9, see fig. 1 , box 
201). The motivation for using the method as taught by Bergek et al. in the network of 
Yamaguchi et al. being that it responses to the request for IP addresses. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (Pat No.: 6246696), in view of Takeda et al. (Pat No.: Pat No.: 
6512767). 

For claims 7 and 15, Yamaguchi et al., disclosed all the subject matter of the 
claim invention with the exception for a connection state change detection unit 
configured to detect a change in connection state on the first network; and a connection 
state change notification unit configured to notify the partner device connected to the 
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second network of the change in connection state detected by the connection state 
change detection unit, as recited in claims 7 and 15. 

Tal<eda et al. from the same or similar fields of endeavor teaches the methods of 
a connection state change detection unit (see Fig. 6, box 602) configured to detect a 
change in connection state on the first network; and a connection state change 
notification unit (see Fig. 6, box 604) configured to notify the partner device connected 
to the second network of the change in connection state detected by the connection 
state change detection unit (see column 7, lines 55-67, and see column 8, lines 1-2). 
The motivation for using the methods as taught by Takeda et al. in the network of 
Yamaguchi et al. being that the transmission medium 602 monitors transmission 
medium and for detecting initialization of the transmission media. 

Allowable Subject Matter 
7. Claims 4, 5, 12 and 13 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. The prior art 
failed to teach the methods of a connection limit notification unit configured to notify a 
user of information related to a connection limit to the partner device on the basis of a 
detection result of the number of partner devices by the device count detection unit, as 
recited in claims 4, 5, 12 and 13. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Jungck et al. (Pat No.: 7114008), Ymamoto (Pat No.: 6044076), 
Blair (Pat No.: 6665367) and Tsuchiya et al. (Pub No.: 2002/0093960), are show 
systems which considered pertinent to the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kan Yuen whose telephone number Is 571-270-2413. 
The examiner can normally be reached on Monday-Friday 1 0:00a. m-3:00p.m EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky O. Ngo can be reached on 571-272-3139. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) systenri. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http.//pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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